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REPLY 

Commissioner for Patents: 

Applicant files this Reply in response to Examiner's rejection of claims raised in 
an interview on September 8, 2004. During the interview, Examiner and Applicant's 
attorney discussed the claims as presented in the Amendment, previously filed on August 
10, 2004. Applicant gratefully appreciates the attention and time given by Examiner 
Juska before and during the interview. 

In particular, Applicant responds to Examiner's office action, supplied during the 
interview, rejecting newly amended composition-of-matter claims 1-36 and 38-41 as 
obvious under 35 U.S.C. § 103 over Hendrickson and Zebala PN 6,159,681 ("the '681 
patent"). 

Applicant responds pursuant to Applicant's agreement with Examiner, by filing a 
Declaration of Syntrix Biochip, Inc. ("Syntrix") to disqualify the '681 patent as prior art 
under 35 U.S.C. § 103(c).* 

" Applicant notes that the filing date of the subject application, September 1 7, 1 999, is prior to the effective 
date of the cited law, November 29, 1 999. If Examiner deems necessary, Applicant will file a continuation 
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In its Declaration pursuant to 37 CFR § 1 .104(a)(5), Syntrix avers that it is the 
common owner of the subject patent application and the '651 patent. Further, Synlrix 
avers that the inventor of the subject matter recited in rejected claims 1-36 and 38-41 (as 
currently pending) was under an obligation to assign those inventions to Syntrix, the 
common owner, at the time the inventions were made by virtue of inventor's employment 
agreement. 

The assignment agreement was executed at the time the subject application was 
filed and was recorded, albeit with the wrong application number, in the Patent and 
Trademark Office at Reel /Frame No. 01 0235/0300-02. A copy of the Recordation Form 
Cover Sheet submitted on September 13, 1999, by Seed Intellectual Law Group, LLC. 
the original attorneys for the subject application, is attached. The form incorrectly listed 
the application number of the subject application. Syntrix explained this error in its April 
30, 2004, letter, also attached. 

Syntrix avers further that it was also assigned the entire rights in PN 6, 1 59,681, 
which assignment was recorded in the Patent and Trademark Office at Reel/Frame No. 
01021 6/098$. 

Applicant hereby requests further examination and reconsideration of the claims 
of the subject application in view of the attached Declaration. Applicant believes that the 
Declaration disqualifies the '681 patent as prior art, overcomes the obviousness rejection 
of claims 1-36 and 38-4 1, and places these claims in condition for allowance. 



Respectfully submitted, 



KfefJ. Knudsen (Reg. No. 40,682) 
Knudsen, Attorney at Law LLC 

Attorney for Applicant 



implication to exclude the '681 patent as commonly owned 35 U-S.C. § 103(e) prior art. (See MPEP 
706.02(0(1)) 
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Attorney at Law LLC 



Peter Knudssn, Attorney et Law LLC 
13710 Riviera Place NE 
Seattle, Washington 98125 
Telephone; 200-367-0259 
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To: Examiner Cheryl Juska 


From: 


Peter J, Knudsen (Attorney for Applicant) 


Fax: 571-273-1477 


Pages: 


13 


Phone: 571-272-1477 


feita: 


9^9/2004 


Ro; fiHQQtSSffrf^my ref: 7.004) 


CC: 




X Urgent □ For Review □ Please Comment 


□ Please Reply □ Please Recycle 



• Comments: 

Dear Examiner Juska: 

I attach applicant's Reply and attached Declaration per results of yesterday's interview. 
Respectfully submitted, 
Peter Knudsen 
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SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 
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or 

Individual name 



Pater J. Knudsert (Reg. No. 40602) 
Knudsen, Attorney at L 




Signature 



September 9. 2004 



CERTIFICATE OF TRANSMISSION/MAILING 



1 hereby certify that this correspondence is being facsimile transmitted to the U5PTO or dapoBftod wah tho United States Postal Swvice with 


the data shown below. 


Typod or printed name 


Peter J. Knudsan 
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Date 


September 9. 2004 ^ 
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prOeesa) an application. Confidentiality is governed by 35 U.S.C 122 and 37 CFR 1.14. This col lection is estimated to 2 hours to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
arvwunt of time y*?u require to complete this form and/or suggestions for reducing this burden, should be Bent to the Chief Inftrm&Jian Onicar, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450 DO NOT SEND FEES OR COMPLETED FQRM$ TO THIS 
address send TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1 450. 
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